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REMARKS 

Claims 4 tlirougli 8 were rejected under tlie second paragrapli of 35 U.S.C § 112. 

In the statement of the rejection the Examiner simply stated "The ahemative language is 
unclear, rendering the claims indefinite." 

This rejection is traversed. Specifically, indefiniteness under the second paragraph of 35 
U.S.C. § 1 12 is a question of law, not a litmus test. Personalized Media Communications LLC 
V. U.S. International Trade Commission, 161 FJd 696, 48 USPQ2d 1880 (Fed. Cir. 1998); 
Tillotson, Ltdv. Wlaboro Corp., 831 F.2d 1033, 4 USPQ2d 1450 (Fed. Cir. 1987); Orthokinetics 
Inc. V. Safety Travel Chairs Inc., 806F.2d 1565, 1 USPQ2d 1081 (Fed. Cir. 1986). In rejecting 
a claim under the second paragraph of 35 U.S.C. § 1 12, the Examiner must provide a basis in 
fact and/or cogent technical reasoning to support the ultimate legal conclusion that one having 
ordinary skill in the art, with the supporting specification in hand, would not be able to 
reasonably ascertain the scope of protection defined by a claim. In re Okuzawa, 537 F.2d 545, 
190 USPQ 464 (CCPA 1976). Significantly, consistent judicial precedents hold that reasonable 
precision in light of the particular subject matter involved is all that is required by the second 
paragraph of 35 U.S.C. § 1 12. Zoltek Corp. v. United States, 48 Fed. CI. 240, 57 USPQ2d 1257 
(Fed CI. 2000); Miles Laboratories, Inc. v. Shandon, Inc., 997F2d870, 27 USPQ2d 1123 
(Fed. Cir. 1993); North American Vaccine, Inc., v. American Cyanamid Co., 7 F.3d 1571, 28 
USPA2d 1333 (Fed. Cir. 1993); U.S v. Telectronics Inc., 857 F2d 778, 8 USPQ2d 121 7 (Fed. 
Cir. 1988); Hybritech, Inc. v. Monoclonal Antibodies, Inc., 802 F.2d 1367, 231 USPQ (Fed. Cir. 
1986). Applicants stress that claims must be interpreted as one having ordinary skill in the art 
would have interpreted the claims in light of and consistent with the written description of the 
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specification. Zoltek Corp, v. United States, supra; Miles Laboratories, Inc. v. Shandon, Inc., 
supra. 

In applying the above legal tenets to the exigencies of the case, AppHcants submit that the 
Examiner did not discharge the initial burden of establishing a prima facie basis to deny 
patentability to the claimed invention under the second paragraph of 35 U.S.C. § 1 12. 

Firstly, it is not apparent what "alternative language" the Examiner believes is lurking in 
any of claims 4 through 8. The Examiner is specifically requested to identify what language is 
perceived to be alternative and why, repeat why, one having ordinary skill in the art would not 
be able to understand the scope of the claimed invention when reasonably interpreted in light of 
and consistent with the written description of the specification. Li this respect the Examiner 
should be aware that there is no litmus test or per se rule regarding indefiniteness imder the 
second paragraph of 35 U.S.C. § 1 12 which, as previously pointed out, is a question of law. See, 
for example, Ex parte Cordova, 10 USPQ2d 1949 (BPAI 1987) and Ex parte Head, 214 USPQ 
551 (Bd. App. 1981). 

Moreover, as the Examiner should be aware, claims are indefinite only if reasonable 
efforts at claim construction prove fiitile, i.e., a claim is indefinite if it is insolubly ambiguous 
and no narrowing construction can properly be adopted regardless of how formidable a task it is 

to understand the claim. In Vitragen Corp. v. Biocrest Manufacturing, LP., F.3d , 

76 USPQ2d 1741 (Fed. Cir. 2005). Rather, AppHcants submit that one having ordinary skill in 
the art would have no difficulty understanding the scope of claims 4 through 8, particularly when 
reasonably interpreted in light of and consistent with the written description of the specification 
which is the judicial standard. Miles Laboratories, Inc. v. Shandon, Inc., supra. 
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. Applicants, therefore, submit that the imposed rejection of claims 4 through 8 under the 
second paragraph of 35 U.S.C. § 1 12 is not legally viable and, hence, solicit withdrawal thereof 

Claims 1 through 8 were separately rejected under 35 U.S.C. § 102 for lack of 
novelty as evidenced by each of Olsson et al. and Yoshimora et al.^ 

In the statement of each of the rejections, the Examiner simply stated that each of the 
applied references "discloses the claimed coating with the claimed proportions." 

Each rejection of claims 1 through 8 under 35 U.S.C. § 102 for lack of novelty based 
upon Olsson et al. and Yoshimura et al. is traversed as factually erroneous. 

The factual determination of lack of novelty under 35 U.S.C. § 102 requires the identical 
disclosure in a single reference of each element of a claimed invention, such that the identically 
claimed invention is placed into the recognized possession of one having ordinary skill in the art. 
Dayco Prods,, Inc. v. Total Containment, Inc., 329 FJd 1358, 66 USPQ2d 1801 (Fed. Cir. 
2003); Crown Operations International Ltd. v. Solutialnc, 289 FJd 1367, 62 USPQ2d 1917 
(Fed. Cir, 2002). In imposing a rejection under 35 U.S.C. § 102, the Examiner is required to 
specifically identify wherein an applied reference is perceived to identically disclose each and 
every feature of a claimed invention, particularly in a situation where such is not apparent as in 
the present case. In re Rijckaert, 9 F.3d 1531, 28 USPQ2d 1955 (Fed. Cir. 1993); Lindemann 
Maschinenfabrik GMBH v. American Hoist & Derrick Co., 730 F2d 1452, 221 USPQ 481 (Fed. 
Cir. 1984). That burden has not been discharged. Moreover, there are fundamental differences 
between the claimed cutting tool and the cutting tool disclosed by each of Olsson et al. and 
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Yoshimura et al. that scotch the factual determination that each of Olsson et al. and Yoshimura et 
aL disclose a cutting tool identically corresponding to that claimed. 

The claimed cutting tool is structured to address the inadequacies of prior art cutting tools 
by providing excellent wear resistance even under severe working conditions, as when the 
cutting part is subjected to high temperatures without a lubricant. In this way, the Ufe of the 
coated cutting tool is extended. 

In order to achieve the above objectives, the claimed coating cutting tool is formed with a 
hard-alloy substrate and a coating having specific parameters. The coating comprises a 
particular metal oxycarbonitride layer wherein the atomic ratios of carbon, nitrogen and oxygen 
are expressed as x, y, and z, respectively. The metal oxycarbonitride coating layer is designed 
with the following specific properties: 

(1) x>y>zmdx+y'^z= 1; 

0.74 > a: > 0.35, 0.45 > 3; > 0.20, and 0.30 >z> 0.06; 

(2) the average layer thickness is at least 0.5 /xm and at most 20 /xm, and the 
thickness constitutes at least one-half the average total thickness of the coating; 

(3) the layer has a columnar structure; and 

(4) in the crystal structure, the largest orientational texture coefficient lies at 
one of the (220), (311), and (422) planes. 

It is not apparent and the Examiner made no attempt to specifically identify wherein each 
of Olsson et al. and Yoshimura et al. disclose a coated cutting tool having an oxycarbonitride 
coating layer satisfying the requirements of (1), (2), (3) and, repeat and, (4) above. 
Accordingly, the Examiner has not estabUshed a prima facie basis to deny patentability to the 
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claimed invention under 35 U.S.C. § 102. In re Rijckaert, supra; Lindemann Maschinenfabrik 
GMBHv. American Hoist & Derrick Co,, supra. 

Applicants stress that each of the above (1), (2), (3) and (4) limitations must be present in 
a particular oxycarbonitride layer of a coated carbon cutting tool to achieve the benefits of the 
present invention. Reasons why the oxycarbonitride layer must satisfy the above requirements 
(1), (2), (3) and (4) are set forth in the written description of the specification as, for example, 
commencing at page 6 thereof, line 22. Again, it is not apparent wherein each of the applied 
references discloses an oxycarbonitride coating layer of a coated cutting tool identically 
corresponding to that claimed, and the Examiner has not so indicated. 

To whatever the extent the Examiner may harbor the view that claim limitations (1), (2), 
(3) and (4), can be garnered from the four comers of each of the appHed references, Applicants 
submit that such an approach is an improper basis upon which to predicate the factual 
determination of lack of novelty under 35 U.S.C. § 103, because it involves picking and 
choosing not identical disclosure as required. See, for example, Minnesota Mining & 
Manufacturing Co, v. Johnson & Johnson Orthopaedics Inc, 976 F. 2d 1559, 24 USPQ2d 1321 
(Fed Cir. 1992); In re Kollman, 595 F2d 48, 201 USPQ 193 (CCPA 1979); Air Products & 
Chemicals, Inc. v. Charles S. Tanner Co., 219 USPQ 223 (D.S.C. 1983); In reArkley, 455 F2d 
586, 1 72 USPQ 524 (CCPA 1972). 

Although further traverse is not necessary, in an abundance of caution, Applicants submit 
that if the Examiner would contemplate degrading the rejection from 35 U.S.C. § 102 to 35 
U.S.C. § 103, such a rejection could not stand. This is because there is absolutely no factual 
basis upon which to predicate the conclusion that one having ordinary skill in the art would 
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somehow have been realistically lured to select the specific parameters (1), (2), (3) and (4) for an 
oxycarbonitride layer of a coated cutting tool as in the claimed invention, absent an improper 
reliance upon Applicants' disclosure. Panduit Corp. v. Dennison Mfg. Co., 774 F.2d 1082, 227 
USPQ 337 (Fed. Cir. 1985). Further, the written description of the specification contains hard 
evidence of nonobviousness which must be given consideration. In re Glaug, 283 F.3d 1335, 62 
USPQ2d 1151 (Fed Cir. 2002); In re Soni, 54 F.3d 746, 34 USPQ2d 1685 (Fed Cir. 1995); In 
re Margolis, 785 F.2d 1029, 228 USPQ 940 (Fed. Cir. 1986). In this respect the Examiner's 
attention is invited to Table III at page 22 of the written description of the specification and the 
discussion of testing performed therein appearing at page 24 thereof, lines 12 et. seq. As one 
having ordinary skill in the art would have recognized, test Samples 1 through 10 exhibited a 
longer tool life than Samples 1 1 through 1 8, because Samples 1 1 through 1 8 failed to satisfy the 
conditions (1), (2), (3) and (4) set forth above. These requirements ensure that the claimed 
coated cutting tool exhibits excellent wear resistance even when the cutting part is subjected to 
high temperatures at high speeds and dry cutting. Further, the claimed cutting tool also exhibits 
excellent chip resistance and breakage resistance under such severe conditions, thereby enabling 
the claimed cutting tool to enjoy an increased tool life. 

The Dependent Claims 

Applicants separately argue the patentability of each of the dependent claims. 
Specifically, Applicants submit that each of the dependent claims is fi-ee of the applied prior art 
for reasons previously argued with respect to claim 1, and based upon the specific limitations set 
forth in each of the independent claims separately. As the Examiner has failed to address each of 
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the dependent claims separately argued, it is clear that a prima facie basis to deny patentability to 
any of the dependent claims has not been established. 

The above argued differences between the claimed cutting tool and each of the applied 
references undermine the factual determination that each of Olsson et al. and Yoshimura et al. 
disclose a coated cutting tool identically corresponding to that claimed. Minnesota Mining & 
Manufacturing Co. v. Johnson & Johnson Orthopaedics Inc., supra; Kloster Speedsteel AB v. 
Crucible Inc., 793 R2d 1565, 230 USPQ 81 (Fed. Cir. 1986). Apphcants, therefore, submit that 
the imposed rejection of claims 1 through 8 under 35 U.S.C. § 102 for lack of novelty as 
evidenced by Olsson et al, and the imposed rejection of claims 1 through 8 under 35 U.S.C. § 
102 for lack of novelty as evidenced by Yoshimura et al. are not factually viable and, hence, 
soUcit withdrawal thereof 

Applicants further submit that neither Olsson et al. nor Yoshimura et al., whether 
considered individually or in combination, would have rendered the cutting tool defined in 
claims 1 through 8 prima facie obvious under 35 U.S.C. § 103. Moreover, upon giving due 
consideration to the objective evidenced in the specification, it should be apparent that one 
having ordinary skill in the art would not have found the claimed subject matter as a whole 
obvious within the meaning of 35 U.S.C. § 103. In re Piasecki, 745 F.2d 1468, 223 USPQ 785 
(Fed. Cir. 1984). 

Based upon the foregoing Applicants submit that the imposed rejections have been 
overcome and that all pending claims are in condition for immediate allowance. Favorable 
consideration is, therefore, solicited. 
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To the extent necessary, a petition for an extension of time under 37 C.F.R. 1.136 is 
hereby made. Please charge any shortage in fees due in connection with the filing of this paper, 
including extension of time fees, to Deposit Account 500417 and please credit any excess fees to 
such deposit account. 



RespectfiiUy submitted. 
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